AMENDMENT UNDER 37 C.F.R. § 1.1 16 
Application No. : 09/93 1 ,309 
Atty Docket No.: Q65828 

REMARKS 

The Office Action of September 30, 2003 has been received and its contents carefully 
considered. 

The Examiner states that claims 1, 2, 4-9, 1 1 and 13 are all the claims pending in the 
application. Applicants point, however, that claim 12 is pending and subject to examination in 
the present application, and that claim 10 is pending but has been withdrawn from examination. 

Claims 5-9 have been rejected under the first paragraph of 35 U.S.C. § 1 12 as failing to 
comply with the written description requirement. 

The Examiner states that the claims contain subject matter which was not described in the 
specification in such a way as to reasonably convey to one of ordinary skill in the art that the 
inventors, at the time the application was filed, had possession of the claimed invention. 

In particular, the Examiner asserts that the invention as originally filed fails to disclose 

that X 61 represents an oxygen atom, a sulfur atom, a selenium atom, a nitrogen atom or a carbon 

ft) 

atom, and that X represents an oxygen atom, a sulfur atom, a selenium atom, a tellurium atom, 
a nitrogen atom or a carbon atom. 

The Examiner asserts that the exclusion of tellurium from the definition of X 61 creates a 
new concept and raises the issue of new matter. 

Applicants first point out that as has been set forth in court decisions, the new matter 
section of the statute, 35 U.S.C. § 132, should not be used to reject amendments to claims or 
claims added after the original filing of the application. The proper statutory basis for raising an 
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objection to amendments to claims is the first paragraph of Section 112. In re Rasmussen, 650 
F.2d 1212, 211 USPQ 323 (CCPA 1981). 

By amending claim 5 to delete tellurium from the definition of X 61 , applicants have 
claimed less than they originally disclosed. Applicants submit that the case law clearly permits 
an applicant to amend the claims to delete from the claims subject matter that was originally 
disclosed. See, In re Johnson, 194 USPQ 187, 196 (CCPA 1977), where the court held that there 
is a sufficient written description where claims are amended to delete a disclosed species. 

The notion that one who fully discloses, and teaches those skilled in the art how 
to make and use, a genus and numerous species therewithin, has somehow failed 
to disclose, and teach those skilled in the art how to make and use, that genus 
minus two of those species, and has thus failed to satisfy the requirements of 
§112, first paragraph, appears to result from a hypertechnical application of 
legalistic prose relating to that provision of the statute. All that happened here is 
that appellants narrowed their claims to avoid having them read on a lost 
interference count. 

See also, In re Driscoll, 195 USPQ 434 (CCPA 1977). 

Accordingly, applicants submit that the Examiner's rejection is without merit and request 
its withdrawal. 

Claims 4 and 13 have been rejected under the second paragraph of 35 U.S.C. § 1 12 as 
indefinite. 

The Examiner points out that the term "Y 52 " in claims 1 1 and 13 is indefinite since the 
compound of formula (XX) does not contain "Y 52 ". 
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In the Amendment that was filed on July 15, 2003, "Y 52 " was inadvertently omitted from 
formula (XX). Accordingly, applicants have amended claims 4 and 13 to insert the correct 

formula for formula (XX) which contains "Y 52 " 

Claims 1, 2, 4 and 5 have been rejected under 35 U.S.C. § 102(b) as anticipated by or 5 in 
the alternative, under 35 U.S.C. § 103(a) as obvious over the newly cited U.S. Patent 5,057,406 
to Usagawa et al. 

Applicants submit that Usagawa et al do not disclose or render obvious the subject matter 
of claims 1, 2, 4 and 5 and, accordingly, request withdrawal of this rejection. 

The Examiner states that Usagawa et al disclose a compound which contains a furan 
group of formula (I) of claims 1 and 4 at column 35. Applicants believe the Examiner 
erroneously referred to column 35, and that he intended to refer to Compound (35) at columns 1 1 
and 12 of Usagawa et al since the compounds at column 35 do not contain a furan group. 

Compound (35) of Usagawa et al contains a furopyrrole group. 

Applicants have amended the definition of Z in claim 1 so that the ring formed by Z in 
formula (I) is "an oxazole ring, a thiazole ring, a selenazole ring, an imidazole ring, a 2-pyridine 
ring or a 4-pyridine ring". This amendment is supported by the description on page 21, lines 5 to 
7 of the present specification. 

By this amendment, Compound (35) of Usagawa et al is not within the scope of the 
recitations of claim 1, since Compound (35) of Usagawa et al does not contain an oxazole ring, a 
thiazole ring, a selenazole ring, an imidazole ring, a 2-pyridine ring or a 4-pyridine ring. Further, 
none of the compounds at column 35 of Usagawa et al are within the scope of claim 1. 
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With respect to claim 2, applicants submit that Usagawa et al do not satisfy the recitations 
of claim 2. Claim 2 requires that Y be selected from Y-l to Y-26 of claim 2. Applicants submit 
that there is no disclosure in Usagawa et al of compounds that satisfy Y-l to Y-26 of claim 2. 
The Examiner has not identified any compound in Usagawa et al that satisfies the recitations of 
claim 2. 

With respect to claim 4, applicants have amended claim 4 to delete a carbon atom from 
the definition of X 51 and X 52 . Compound (35) of Usagawa et al does not satisfy formula (XX) of 
amended claim 4, since Compound (35) contains a carbon atom in a position corresponding to 
X 51 and X 52 . 

With respect to claim 5, the Examiner relies on Compounds (31) to (34) of Usagawa et al 
at columns 1 1 and 12. 

Applicants disagree with the Examiner that Compounds (31) to (34) of Usagawa et al 
satisfy the recitations of formula (XXX) of claim 5. In particular, claim 5 requires that the 
thiophene ring be substituted with at least one halogen atom. The Compounds (31) to (34) of 
Usagawa et al do not contain a halogen atom on the thiophene ring. In addition, n 61 in the 
formula (XXX) of claim 5 represents 0 or 1, whereas Compounds (31) to (35) of Usagawa et al 
correspond to the case where n 61 represents 3. 

In view of the above, applicants submit that Usagawa et al do not disclose or render 
obvious the subject matter of claims 1, 2, 4 and 5 and, accordingly, request withdrawal of this 
rejection. 
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Claims 5-9 have been rejected under 35 U.S.C. § 103(a) as obvious over either JP '250 or 
JP '950 in view of either the newly cited patent to Parton et al or the newly cited patent to Hioki 
et al. 

In essence, the Examiner recognizes that JP '250 and JP '950 do not disclose a compound 
in which a nucleus connected to the thiophene ring contains an oxygen atom, a sulfur atom, a 
selenium atom, a nitrogen atom or a carbon atom. The compounds in JP '250 and JP '950, 
instead, contain a nucleus that contains a tellurium atom connected to a thiophene ring. 

The Examiner argues, however, that it is known that the tellurium atom disclosed in JP 
'250 and JP '950 is equivalent or analogous to an oxygen atom, a sulfur atom, a selenium atom, a 
nitrogen atom or a carbon atom. In support of this assertion, the Examiner refers to Parton et al 
in column 2, lines 45-68 to column 3, lines 1-34 and Hioki et al at column 13, lines 1 1-68. 

Applicants disagree with this rejection. 

The Hioki et al patent, at column 13, lines 1 1-68, discloses various nucleus formed by Z n 
to Z J6 . None of these nucleus contains a thiophene ring condensed with a five-membered 
nitrogen containing ring. Accordingly, applicants submit that the teachings of Hioki et al are not 
relevant to the present claims. 

Similarly, the Parton et al patent, at column 2, lines 45-68 to column 3, lines 1-34, 
discloses various nucleus, including a thiazole nucleus, an oxazole nucleus, a selenazole nucleus, 
a pyridine nucleus, a tellurazole nucleus, or a quinoline nucleus. None of these nuclei is 
condensed with a thiophene ring as required by claim 5. Accordingly, applicants submit that one 
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of ordinary skill in the art would not be led to the subject matter of claims 5 to 9 from the cited 
prior art. 

In view of the above, applicants submit that claims 5 to 9 are patentable over the cited 
references and, accordingly, request withdrawal of this rejection. 

Claims 1 1-13 have been rejected under 35 U.S.C. § 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. § 103(a) as obvious over JP '950. 

The Examiner asserts that JP '950, at page 577, discloses Compound 112 that contains a 
pyrrole group and, therefore, anticipates claims 11-13. 

Thus, the Examiner has not accepted applicants' argument that the structure shown for 
Compound 112 contains a mistake, and that Compound 1 12, in fact, does not contain a pyrrole 
ring. 

In response, applicants point out that in a pyrrole ring, a hydrogen atom (H) or a 
substituent binds to the nitrogen atom (N) in the ring, as shown in the attached page 1274 from 
The Merck Index. In Compound 1 12 of JP '950, there is no hydrogen atom (H) or a substituted 
that binds to the nitrogen atom (N), and thus Compound 1 12 cannot be considered as containing 
a pyrrole ring. Further, "Compound" 1 12 of JP '950 is not composed as a compound, since the 
structure shown is not a complete structure of a compound. There may be a possibility of 
omission of a hydrogen atom, a possibility that the nitrogen atom is a mistake and instead should 
be a sulfur atom, and so on. It is considered that there may be many kinds of possibilities. In 
any case, JP '950 does not disclose the present invention of claims 1 1 to 13. 
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Applicants note that they have amended claim 12 to add that Z in formula (I) can 
represent a 2-pyridine ring. Support for this amendment can be found at page 21, line 5. 
Compound 1 12 of JP '950 is not within the scope of claim 12 since Compound 1 12 does not 
contain an oxazole ring, a selenazole ring, an imidazole ring, a 2-pyridine ring or a 4-pyridine 
ring. 

In addition, applicants have amended claim 13 to delete tellurium from the definition of 
X 51 and X 52 . Compound 1 12 of JP '950 clearly is not within the scope of claim 13 since 
Compound 112 contains a tellurium atom. 

In view of the above, applicants submit that JP '950 does not disclose or render obvious 
the subject matter of claims 1 1 to 13 and, accordingly, request withdrawal of this rejection. 

Claims 5-9 have been rejected under 35 U.S.C. § 102(a) as anticipated by, or in the 
alternative, under 35 U.S.C. § 103(a) as obvious over P2000-63690. 

In essence, the Examiner asserts that Compound D-38 in columns 35-36 satisfies the 
recitations of claim 5. The Examiner also refers to a number of other thiophene ring containing 
compounds that are disclosed in P '690, but which do not contain a chlorine atom. 

In response, applicants point out that Compound D-35 of P '690 is a pentamethine dye 
and therefore is different from the compounds of claim 5 where n 61 represents 0 or 1. 

Accordingly, applicants submit that JP 6 690 does not disclose or render obvious the 
subject matter of claims 5 to 9 and, therefore, request withdrawal of this rejection. 

In Paragraph 1 1 of the Office Action, entitled "Response to Arguments", the Examiner 
sets forth a number of comments on each of the above rejections. In general, the Examiner has 
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taken the position that if the dye(s) disclosed in the prior art does not anticipate the present 
claims, it would have been obvious to modify the dye or provide the dye with an improvement 
thereof, such as modifying the ring associated with the dye to provide the dye having a light 
absorption with a desired wavelength. The Examiner, however, does not refer to any prior art 
that suggests making the modifications necessary to arrive at the present claims and provides 
absolutely no reason why it would have been obvious to make any of the modifications 
necessary to arrive at the present claims. 

If any points remain in issue which the Examiner feels may be best resolved through a 
personal or telephone interview, the Examiner is kindly requested to contact the undersigned at 
the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 




SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Sheldon I. Landsman 
Registration No. 25,430 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: March 30, 2004 
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$022 



Pyroxylin 



NO; mol wt 245-35. C 75.32%. H 9,45%, N 5.71%, O 6.52%. 
Prcpi* Brtt, pats. $27,47$ and 933,507 (both 1963 to 
Wander and to Thomae); Heffe. iTe/v. C&&n- Acta 47. 1289 
(1964). Pharmacology: Stillr, ttuL. Arzneimittel-Forsch. TL$ t 
871 (1963). Metabolism: Michaelis ct a?., J. Med, Chum. 13, 
497 (1970). 



bpo^ 104*. 

Hydrochloride. C 6 H M ClNO, F..79S3; Cen»w»i» TTtymer- 
fix. Crystals, from- 2-butanone or from methanol 4 acetone 
4- diethyl ctW, mp I7*\ XJD^ orally in mio«i 350 m^/k^, 
Stille « fl/., toe. tiL 

THERA? CAT; Central stimulant. ■ 

$022. Pyroxylin* CeUulax nitrate; ntimelluUn*;, cq\\q » 
dioa .cotton; soluble gun cotton; collodion wool; colloxylin; 
xylcrfdfri; cdloJdin; Pariodion. Variable mixture which copr 
sists chiefly of cellulose tctrnnitratC- Review: T, Bogai* «t 
at in Kirk-Othmer Encyclopedia of "Chemical Technology 
voL 5 CWiley -Interscicnce, New York, 3rd ed.. 1979) op 
129-143, 

Yellowish -white matted mass of filaments, having the 
appearance of niw cotton. Highly flammable;, pyrCxfin with 
Hghcr nitrogen content may explode/ Flash pt ACfP (dosed 
cap); ignite* at 160-170*. When "kept In Wcdi^oscd contain- 
ers and exposed to light It dec Sol In 25 part* of a mixture 
of 1 vol aloohoi and 3 vol* ether; also ant In methanol, aoe- 
tone, facial acetic ^cid> amyl acetate. Keep. loosely pockod t in 
cartons and protected' frohi light and moisture* Can be 
shipped with safety only when wet .with 25-30% water or 
atoohol. 

USE; In manuf of collodions; in lacquer coatings, 
adhcKjvcs. Cellulose hexanxtratc ia used in explosives and 
propeflants. Celloidln Is used for embedding sectfoaa in mi- 
croscopy; in electro technics, photography, galvanoplfcsty, 

THERAP CAT: Topical protectant. 

.8023; Pyrrobutaniine. l-&(4-CkioTvph*h^jlhZ-phMnyU 
Z*~buUnjl]pyrTOli4ina; I~(y ~p^hlorpb*nzylcinnamyl)pyrroti~ 
dint; 1 -p-chlordphenyl-2-phenyl-4-pyrroHdyl*-2-batene; 
PyroniL C^H„jCItt; mo! wt 311187. C 77.03%, H 7.1 l?Vd 
11.37%. N 4.49%. Ref: Le« e* al, Proc Soc Exp Shi Med. 
80, 458 (1952). Prcpn: Mills, US, pat. 2,65S,509 (1953" to 
Hi Lilly). 



Oily liquids bp w 190-195*. On standing gives crystals, mp 
48-49*, 

* Diphosphate, CiJHj.aNOgP,/ crystals from alcohol + 
ether, mp 129-S-130\ Soluble in warm water to. the extent 
of 10% t Soly In alcohol at 25* about 5%.' Practically insol in 
chloroform, ether. 

Hydrochloride, C M H„aN.Ha, crystals from alcohol + 
ether, mp 227-228*. 

Hydrohromidc. Cj^H^ON.HBr. crystals from alcohol + 
eiher> mp 228-229* 
, "TKERAP Cat:: Antihistamine. 

- ' f 

dirieaci&mide? l-pjrrolidineacMto~2' ,6' -xyiia*id«? 2-(l-pyr- 

roUdihylJ^e^acctoxynaide;' I -pyrrortdinoaceto.2,6-dj- 
nyc^aTvilidc;-^."'10tO^- NSC-52644; Bndocaine; Dyna- 
<aaa<=* siC^H-sttjO: mot «ft 232.3X . C 72.38%. HS.68%. N 
12v06%>.-Q.6V89&.> -Prepm Schlesingcr. Oordon, l)JB pat. 
^*?^*>ft£S «> EndofeXofgren.et al. Acta Chcm, ScantL 
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HHCOCHj' 



Crysts from hexane or pctr ether + dlburyl ether, mp 83\ 
Hydrochloride, CuH^N^O.Ha, crystals from Isopropa- 

uol, mp 205*. Soluble in .water, alcohol, isopropy] alcohol. 

Practically insol in chloroform, ether. 
therap cat: Anesthetic Oocal), 

U " 8025, 1/r-PyrroJe, Azoic? imidole; divinylenimine. • C,- 
H^ST; mol wt. 67.09. C 71,60^^.7.5% N 20.89V A 
consticueat of .coal tar ond bone oil: Kunge, 'Ann. Phyt. 31, 
67. (1834), .Prcpd industrially by fractional distfllau'on of 
bone OS, or- by the thermal . dooompn of ammonium jpueate 
with glycerol or remer*l-.ofl; McBvarn, Bolligcr, Q}i. Syn. 
coa voL t Ond.ed., mi) 473; BKckc, Power*. Ind. Eng. 
Own.- 19, 1334 (1927). AhtO formed on heating of albumin; 
on heating tbeep's wool with.tKj barium hydroxfde .sola;- by 
pyrolysis of .sdapc.. Alternate- prcpn* from accWdchydc 
and. ammonia: Tscht^hibabin, Chctn. Zcnlt. 1916, 1, 920; 
from ^ccino^aldehyde with ammonia and acetic acid* Har- 
ries, 3er. 34 r 1496 (1901); 35, 1183 (1902); distilling roccin- 
imida with ztnc or sodium; Bell, Bemthsen, Ber. 13, 877, 
1049 (1880). l^niification and physical properties; R. V. 
Helm tt al, X Phy%> Chxm: 62, 858 (1^58). J**weW:. Pischer- 
Orth. Die Chcmlc des f^rwfj (Ldpag, 1934*1940; E. Vit- 
tort, L. R. Anderson in Kirlc-Othmcr Encyclopedia of 
Chemkat Technology voL 19 (Wiley -Interaciencc New York, 
3rd cd- 1982) pp 499-520- 



Liquid. AgnreaUc.cmpyrcumatic odor resembling that of 
chloroform. CcJorleM.whenJrcsMy distilled, dnrkeri».unIesK 
exory trace, of oxygen is. nsmoyed. df * 0.969U bp^ .12^.8*. 
Beat dianlled in vacuo. ' ntf. U5085. Flash pt, closed cup- 
102* F (390T O. Abaorpion tpectmm: Menczcl. >Jtyr. 
Chcrru US, 161; Chcttu Zcntr. 1927, I* 2510. Sparingly sol 
in waterrfreelv -sol in alcohol, benzene; ether, InsoTin an 
alkalies. Sol in dil acids with decompn. Sotos In dd HC1 
yield pyrrole' red* amorphous, orange -colored substance; 
also polymeriraticK i takes- place under the influence of acids f 



and glycols.. 

. - 8026. Pyrrolidiae. Tetrahydropyrrole. C>H*N; moj wt 
71-1^. C 67,?>5^ R 12.76%, N.19,709&,. Found In lobacco 
and carrot leaves. .Probable biosynthesis from ornithine and 
putrescine. Usually prepd by reduction of pyrrole. 



Almost colorless liquid; unpleasant ammonia -like odor 
Fumes in air. bp 88,5 ^8r. , djw 0.852a nig 1.4402. Strong 
base. Kat2T« 1.3 X-10- J . Misdble with water. Soluble 
in alcohol. etherK chloro/prm, 

' $027, 2-PyrroHdone. 2-Pyrrondhume; 2^xopyrrohdine; 
«-pyrrolidonc; 2-kctopyrroltdinc. CH^NO^mol wt 85.10 
C 56.45%,-H 8.29%, N 16.46%; O 18.80%. Prcpd on a large 
scale frora butyrolnctOne by a.Reppe prooc&E: Gcr. pat. 
1,085,525 (to BASF). " Other '.prepns: MetfcgeK Seeli^t, 
An&w. CW 75, Cl963>. CQpehhaver. Nay. O-S. pat 
3,095,423 (1963 to Minnesota .Mming & ManiuO; Udov, 
U.S. pat, 3,109.005 (196? to Halcon InternationaQ. 
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